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Pursuant to this paper, claims 1-67 remain pending. Claims 23, 33 and 45 have been 
amended herein. Support for the amendments to claims 23, 33 and 45 is found, for example, at 
page 12, L 24-28 (10029) of* the originally filed specification. 

No new matter has been added by the amendments of the claims herein. 

n. Qafr/Declajration 

The Declaration was rejected as allegedly being defective for failing to identify the mailing 
address of each inventor. (Office Ation. ^2.) 

Applicant submits that the rejection of the Declaration is mistaken for the following reason. 

A Declaration of Inventorship was concomitantly filed with the referenced application using 
Form PTO/SB/01A "Declaration (37 CFR 1.63) for Utility or Design Application Using An 
Application Data Sheet (37 CFR 1.76)." Accordingly, the Fonn PTO/SB/01A, which was duty 
executed by the sole inventor, does not itself include the inventor's address, which was instead fully 
and properly listed on page 2 of me roncomitanth'filetiAp^^ Acopy 
of each of the Declaration (executed Form PTO/SB/01A) and accompanying ADS are available 
and separately listed in the USPTO's PAIR system record for the referenced application under the 
filing date, January 14, 2004. 

Accordingly, the originally filed Declaration is entirely proper and acknowledgment thereof 
is respectfully requested. 

HI. Claim refecti ons under 35 US.C, $103fc ) 

Claims 1-67 were rejected under 35 U.S.C 5103(a) as allegedly being obvious over US. 
Patent No. 6,427,082 to Nordstrom ("Nordstrom") in view of US. Patent No. 6,384,915 to Everett 
("Everett}. fCrffice Action. f4.) 

(A.) The present rejection of the claims is generally overcome for the following reasons. 

As set forth in MPEP 2143.01, «[t]he mere fact that references can be combined or 
modified does not render the resultant combination obvious unless the prior art also suggests the 
desirability of the combination,* citing "In re Mills, 916 F.2d 680, 16 U5PQ2d 1430 (Fed. Or. 
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1990)." Indeed, as further set foith in the same section, "[obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention where there 
is some teaching, suggestion, or motivation to do so," citing In re Kahn, 441 F,3d 977, 986, 78 
USPQ2d 1329, 1335 (Fed. Or. 2006) (discussing rationale underlying the motivation-suggestion- 
teaching requirement as a guard against using hindsight in an obviousness analysis), and [t]he 
teaching, suggestion, or motivation mu st be found either exp licfrlvnr fmplicidvin the gjgrencg 
themselves pr jn the knowledge trenetallvavailahV m one of omW ^H in ,k, ^) (Emphasis 
added.) 

Nordstrom specifically teaches a norj-catheter-based optical interrogation system that 
employs switches for evaluating cervical tissue using fluorescence spectroscopy and backscarcered 
light spectroscopy. £gg Nordstrom coL 5, L 32- col. 6, L 15, and entire document. Everett teaches a 
catheter system employing only a single optical modality, optical coherence domain reflectometry, 
wherein a switch is used to select different spatial channels that correspond to different optical fibers 
in the catheter. See Everett FIG. 2 A and discussion thereof at col. 3, L 16-43, and entire document 
Neither of the cited references provides the required motivation for general combination of die 
references, nor for the selective combination of the references that would be needed to read on the 
presently claim invention. Indeed, the Examiner has not cited specific motivation in the references 
for the asserted combination, but only vaguely asserted that Everett is "in the same problem solving 
area" as Nordstrom. (Q&ZLteaQZ, page 3, L 8-13.) Moreover, following Nordstrom, a skilled 
worker would have no motivation to implement the apparatus in catheter format because the 
purpose of Nordstrom is the analysis of the cervix, which teaches against use of, or recordation 
into, an intravascular catheter. Accordingly, the present rejection fails to provide the required 
motivation for combination of the references and appears to be based on the application of 
improper hindsight analysis. 

In view of the above, Applicant respectfully requests withdrawal of the present claim 
rejections under 35 U.S.C §103(a). 

(B.) Although the rejection of all of the claims over Nordstrom in view of Everett should 
be withdrawn for the reasons set forth in section (A) above, Applicant also wishes to specifically 
address the further assertions of the Examiner specifically. 

(L) In connection with claims, 9, 10, 19, 20, 28-30, 38-41, 52, 61 and 62, the Examiner 
specifically asserted, citing fXJOS of the originaUyfiled specification, that, although neither 
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Nordstrom nor Everett teach the inclusion of a treatment laser, Applicant has allegedly achmedthn 
it is known in the an to include expmer laser treatment means in optical diagnostic catheter systems. 

This aspect of the present rejection is overcome for the following reasons. 

Applicant has noj made any such admission. fl0008 of the originally filed specification is 
reprinted below in it entirety {emphasis added): 

p008] Sknilarty, the usefulness of catheters in treating and removing plaque is often 
limited. Recent findings indicate that nonstenotic, lipid rich coronary plaques, also called 
"vulnerable plaques" or "biological hot plaques" are exceptionally likely to cause the vast 
majonty of fatal heart attacks. In other words, the majority of the approximately 1,300 000 
heart attacks that will occur this year aid caused by a soft plaque, for which there is not 
currently available a viable tool for identifying, diagnosing, or treating. While catheter 
based excimer lasers have been nmven to he HTerriw at treating and temovinr soft 
P laques, th ff r use has b e en limited bvthe p rcrririnnrf s inabilitvto see and control the 
posmon of the rarhet/>r ra ting, and a frer u sm$ the gxdmer jager 



rMag in the eked paragraph, or the application in its entirety constitutes an admission as asserted 
by the Examiner. Moreover, it is the verylimitaricn eked in the excerpt that the presently claimed 
invention overcomes. Accordingly, withdrawal of the present aspect of the rejection is also 
requested in view of the foregoing reasons. 

(ii.) In connection with claims 23, 33 and * 5, the Examiner has also asserted that although 
Nordstrom fails to provide a 45-degree mirror at the end of diagnostic optical fibers, Everett 
allegedly teaches an embodiment having a mirror a ogled at 45 degrees "in order to maintain 
polarization of the source light' and that it would have been obvious <to include the minor of 
Everett,... in the invention of Nordstrom... in ore er to maintain polarization of the input light 
source at the end of the diagnostic fiber." fQffice Action, page 3, L 31 to page 4, L 4.) 



In response to this aspect of the rejection, Applicant has amended claims 23, 33 and 45 
herein to more dearly recite that the angled mirror of the claims laterally redirects light, rather than 
affecting polarization. Accordingly, withdrawal of the present aspect of the rejection is also 
requested in view of the foregoing reasons. 



IV. Conclusion 

Pursuant to this paper. Applicants srlibnm that pending 
for further examination and allowance, which action 
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Authorization is hereby (tiven to charge any and all fees due in connection with this 
paper to Deposit Account No. 50-2228. 

In view of the above amendment, applicant believes the pending apphcarion is in condition 
for allowance. 

Applicant submits concumendy a request for extension of time under 37 CFJL 1.136 and 
the accompanying fee. In the event that any additional extensions of rime are necessary to prevent 
the abandonment of this patent application, then such extension of time are herebyperirioned Hie 
US. Patent and Trademark Office is hereby authorized to charge any fees that maybe required in 
conjunction with this submission to Deposit Account Number 50-2228, referencing matter number 
022720.01 12PTU5 from which the undersigned is authorized to draw. 
Dated: June 20, 2007 Respectfully submitted, 

Michele V.Trank 
Registration No.: 37,028 
PATTONBOGGS LLP 
8484 Westpark Drive, 9th Floor 
McLean, "Virginia 22102 
(703) 744-8000 
(703) 744- 8001 (Fax) 
Attorney for Applicant 
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